This Page Is Inserted by IFW Operations 
and is not a part of the Official Record 

BEST AVAILABLE IMAGES 



Defective images within this document are accurate representations of 
the original documents submitted by the applicant. 

Defects in the images may include (but are not limited to): 

• BLACK BORDERS 

• TEXT CUT OFF AT TOP, BOTTOM OR SIDES 

• FADED TEXT 

• ILLEGIBLE TEXT 

• SKEWED/SLANTED IMAGES 

• COLORED PHOTOS 

• BLACK OR VERY BLACK AND WHITE DARK PHOTOS 

• GRAY SCALE DOCUMENTS 

IMAGES ARE BEST AVAILABLE COPY. 



As rescanning documents will not correct images, 
please do not report the images to the 
Image Problem Mailbox. 



t 

SEP-30-2003-TUE 04:31 PM CLAR I ANT CORP LEGAL 



• 

FAX No. 704 331 7707 



P. 012 



i BT> 



rre 



Attorney's Docket 1999DE132 
Serial No.: 09/722,760 
Group: 1766 



GS? REMARKS 



The Office Action mailed July 3. 2003. has been carefully considered together 
with each of the references cited therein. The amendments and remarks presented 
herein are believed to be fully responsive to the Office Action. The amendments 
made herein are fully supported by the Application as originally filed. No new matter 
has been added. Accordingly, reconsideration of the present Application in view of 
the above amendments and following remarks Is respectfully requested. 

r.i aim STATUS 

Claim* 1 , and 4-22 are pending in this Application. In Paragraphs 3 and 4 of 
the Office Action, the Office States that Calms 1 . 4-18. 20 and 21 are withdrawn from 
consideration as Applicants' previous amendment, reciting a structured s,hcate »,n 
which the cation tea low molecular weight organic cation." places the elected 
species of distearyldimethyl ammonium bentonite outside the scope of the subject 
claims. By this Amendment, the independent claims have been amended to recte 
"a structured silicate salt which contains a low molecular weight organic cabon". It ». 
therefore, respectfully contended that the claims withdrawn by the Examiner should 
be reintroduced and examined as they are within the bounds of the elected spec.es. 
Thus, it is believed that claims 1 and 4-22 are pending in this Application. 

Objection tn the Disclosure 

The Disclosure stands objected to because of the typographical error TY 
appearing in the chemical moiety "-S0 3 fl» disclosed at line 2 of the replacement 
paragraph beginning at page 13. line 11 of the specification, filed in Paper No. 10. 
Applicants have amended the subject paragraph, eliminating the typographical error. 
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Claim Reiect inn ^ Under 35 USC $ 11? Strand Paragraph 

Claim 22 stands rejected under 35 USC § 112, second paragraph, as being 
indefinite; lacking antecedent basis for the phrase "a powder coating". Claim 22 has 
m been amended, eliminating the phase "a powder coating". It is, therefore, 
SQ respectfully contended that the 35 USC § 1 12, second paragraph, rejection has 
been overcome. 

Claim Rejection Under 35 > JSC 6 102(b1 

Claim 22 stands rejected under 35 USC § 102(b) as being anticipated by US 
5,807.629 (Elspass) as evidenced by US 5.385.776 (Maxfield). This rejection has 
been overcome. The .Office states: 

Note that this rejection was previously presented in the first Office Action on 
the merits mailed on May 1. 2002, Paper No. 7. paragraph 11, jappl.ee I to 
oriqinally filed claims 1-6, 9. 10 and 14, and was wrthdrawn in the Office 
Actio? f mailed Nov. 22. 2002. Paper No. 9, paragraph 4. The addrtion of claim 
22 filed in Paper No. 10 reinstated the rejection. 

Applicants have amended daim 22 by eliminating the phase "or of a powder 
coating". 

As stated by the Office in the Office Action mailed November 22. 2002, the 
rejection over Elspass and Maxfield had been withdrawn in response to the 

amendment to claim deleting the Markush member "of a powder coating". In 

consequence, it is believed that the § 102(b) rejection of claim 22 has been 
overcome. 

Claim Reiertlops Und^ r 35 USC 6 103 

Claims 19 and 22 stand rejected under 35 USC § 103(a) as being 

unpatentable.over Japanese Patent 8-6295 (JP'295) combined with US 3,925,278 
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(Murai), US 4,992,262 (Nakagaki), and Maxfield. This rejection is respectfully 
traversed. 

The Office takes the position that JP'295 discloses a charge control agent 
comprising a composition that comprises the quaternary ammonium salt compound 
(1) of Table 1 of JP'295 and organic bentonite in a weight ratio of 50:50. The Office 
employs the secondary references of Murai, Nakagaki and Maxfield to identify a 
relationship between "organic bentonite'" and bentonite. 
As stated In Paragraph [001 6] of JP'295 : 

The quaternary ammonium salt as a charge control agent which 
can be used for the charge control agent constituent of this 
invention has desirable quaternary ammonium salt which hasa 
pnlvanid anion nr an organ ic sulfonio-acid anion as a,n anion 
component, (emphasis added) 

The Office makes reference to formula 1 on page 6 of JP'295 as evidence of a 
quaternary ammonium salt compound. A close examination of formula 1 , however, 

reveals that the anion is 1 /4 [MOeO^l 4 9 - 

JP'295 discloses the use of bentonite as an extender. See Paragraph [0028]. 
Also as noted by the Office, Paragraph [0052] establishes a 50:50 weight ratio of the 
quaternary ammonium salt to the bentonite. Thus, JP'295 discloses a composition 
wherein a quaternary ammonium cation having a polyacid anion or an organic 
sulfonic-acid anion as is mixed with bentonite. 

This is not what Applicants' claim as the silicate In Applicants' invention is the 
anion. There is no disclosure, teaching, or suggestion that the distearyldimethyl 
ammonium bentonite as claimed by Applicants' is capable of acting as a charge 
control agent. JP'295 actually teaches away from Applicants' invention as it 
expressly states in Paragraph [0025] and [0026]: 

The anion component in the quaternary ammonium salt of this 
invention has a polyacid anion or an organic desirable sulfomc-acld 
aS , As a polyacid anion, both an isopolyacld anion wh.ch has 

14 



i 

Received from < 7M 331 7707 > at 9/30/03 4:26:17 PM [Eastern Daylight Time] 



r 

SEP-30-2003-TUE 04:32 PM CLARIANT CORP LEGAL 



FAX No. 704 331 7707 



P. 015 



Attorney's Docket: 1999DE132 
Serial No.: 09/722,760 
Group: 1756 



molybdenum and a tungsten, for example as a neutral atom, and a 
heteropolyacid anion can be used. 

As an organic sulfonic-acid anion, all of organic sulfonic-acid anions, 
such as an aliphatic sulfonic-acid anion, an aromatic sulfonic-acid 
anion, and an aroma aliphatic sulfonic-acid anion, can be used. 

There is no disclosure, teaching, or suggestion within JP'295 that bentonite 
can be used as the cation for distearyldimethyl ammonium. 

A prima facie case of obviousness requires the prior art to provide motivation 
for one with ordinary skill in art to make the modification necessary to arrive at an 
applicant's invention as claimed. Here, such motivation is absent. The secondary 
references employed by the Office to draw a relationship between "organic 
bentonite" and a "bentonite impregnated with a cationic organic compound" provide 
no teaching, suggestion, or disclosure which would lead one with ordinary skill in the 
art to the conclusion that a distearyldimethyl ammonium bentonite can be used as a 
charge control agent. 

Assuming, arguedo, that one with ordinary skill in the art combined the references in 
the manner proposed by the Office, the resultant combination would still fail to yield: 
Applicants' invention. Specifically, substitution of any of the bentonites disclosed by 
the secondary references In the JP'295 reference would still yield a composition 
where a quaternary ammonium salt with a polyacld anion or organic sulfonic acid 
anion Is used as a charge control agent with the bentonite employed as an extender. 
For at least this reason, it is respectfully submitted that Applicants' invention, as 
defined by claims 19 and 22, Is not made obvious by any combination of JP'295 
combined with 3.925.278 (Murai) US 4.992,262 (Nakagaki), and Maxfield. In 
consequence, Applicants courteously request reconsideration and withdrawal of the 
§ 103 rejection. 

As the total number of claims does not exceed the number of claims originally 
paid for. no fee Is believed due. However if an additional fee is required, the 
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Commissioner is hereby authorized to credit any overpayment or charge any fee 
deficiency to Deposit Account No. 03-2060. 

in view of the forgoing amendments and remarks, the present application is 
believed to be in condition for allowance, and reconsideration of it is requested. If 
the Examiner disagrees, she is requested to contact the attorney for Applicants at 
the telephone number provided below. 

Respectfully submitted, 



Anthony A Bisulca 
Attorney for Applicant 
Registration No. 40,913 
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